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Al yx Fier

Before Sans, Ci ssel and Bottorff, Adm nistrative TrademarKk
Judges.

Qpi nion by Ci ssel, Adm nistrative Trademark Judge:

On February 6, 1996, Alyx Fier, an individual, applied
to register the mark "TREKNOLOGY" on the Principal Register
for "travel and all purpose athletic bags,” in Cass 18.
Applicant claimed first use of the mark on these products in
Sept enber of 1991, and first use in interstate conmerce in
August of 1993.

A tinely notice of opposition was filed by opposer on
Cct ober 29, 1996. As grounds for opposition, opposer
asserted ownership of a registration® for the nmark " TREK"
and prior use of it as a trademark for bicycles, bicycle

frames and rel ated products since 1976; that in addition to

! Reg. No. 1, 168,276, issued on the Principal Register on Sept.
8, 1981. Affidavit under Sections 8 and 15 filed and accept ed.



Opposition No. Opp. 103,859

bi cycl es, opposer also uses its "TREK' mark on travel bags
and al | - purpose athletic bags; that such bags have been sold
bearing the "TREK" mark since at |east as early as 1988;
that many of opposer’s "TREK"' bags are designed for general
use and are not limted to use in connection with bicycles;
that opposer is recognized as a | eader in bicycle technol ogy
and innovation; that, as a result of extensive use and
pronotion, the mark "TREK" has becone a fanous trademark
that, prior to applicant’s use of the mark he seeks to
regi ster, opposer had used and pronoted "TREKNOLOGY" as a
"trade identity designation in its catal ogues and sal es
literature” in connection with opposer’s bicycles and
rel ated products; that opposer’s ownership of registrations
for the marks in "TREKKING' and "TREK 100" establish that
opposer owmns a famly of "TREK' marks; and that applicant’s
mark, as applied to the goods set forth in the application,
so resenbl es opposer’s "TREK' mark and opposer’s
" TREKNOLOGY" designation that confusion is likely.

Applicant’s answer essentially denied these
al | egati ons.

This case now cones before the Board for consideration
of opposer’s notion for summary judgnent, filed on August

17, 1998, and applicant’s cross-notion for summary judgnent,
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filed, along with applicant’s response to opposer’s notion, ?
on Cctober 7, 1998. (Opposer’s response to applicant’s
cross-notion for summary judgnment has, of course, also been
consi der ed.

In support of its notion for sumrmary judgnent, opposer
has subm tted extensive evidence, nanely two vol unes of
docunents, including the depositions of three w tnesses and
a copy of the unpublished opinion of this Board in
Qpposition No. 94,948. |In that case, we held confusion to

be likely between the mark of applicant shown bel ow,

as applied to the sanme goods specified in the instant
application, and opposer’s registered "TREK'" mark in
connection wth opposer’s bicycle products and travel bags
and al | - purpose athletic bags.

Qpposer’s position is that the materials submtted in
connection with its notion and applicant’s cross-notion

establish that there are no genuine issues of material fact

2 Not wi t hst andi ng previ ous adnoni shrent by the Board for filing
papers late in this proceedi ng, applicant nonethel ess requested
the Board to consider its late-filed response and cross-notion.
Opposer has objected. 1In view of the policy of the Board to
resolve cases on their nerits wherever it is possible and
applicant’s assertion that the delay was unavoi dable, as well as
the fact that the inpact of the delay was mininmal, we have once
agai n exerci sed our discretion by considering applicant’s
untinely subni ssion.
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in dispute in the instant case, and that, based on the
undi sputed facts, opposer is entitled to summary judgnent in
its favor as a matter of |law. Opposer al so argues that in
view of the Board's decision in the earlier opposition
proceedi ng, the principle of collateral estoppel requires
the Board to render judgnent in the case at hand in favor of
opposer at this juncture, prior to a trial.

In response to opposer’s notion for summary judgnent,
applicant argues that the exi stence of "nunmerous" genuine
I ssues of fact makes summary judgnent for opposer
I nappropriate. Applicant does not identify any such issues,
however. Instead, in apparent recognition of the fact that
there are no disputes with respect to any material facts in
this case, applicant contends that based on the undi sputed
facts, applicant, rather than opposer, is entitled to
summary judgnent. Accordingly, applicant noves for sunmary
judgnment in his favor, and asks the Board to dism ss the
opposition. Attached to its cross-notion and opposition to
opposer’s notion were a nunber of exhibits, nost of which
had been submitted in connection with Qpposition No. 94, 948.

As has often been stated, sunmary judgnent is an
appropriate nethod of disposing of cases in which there are
no genui ne issues of material fact in dispute, thus |eaving
the case to be resolved as a matter of law. See Fed. R

Cv. P. 56(c). A party noving for summary judgnent has the
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initial burden of denonstrating the absence of any genuine
I ssue of material fact. See Celotex Corp. v. Catrett, 477
U S 317 (1986); Sweats Fashions Inc. v. Pannill Knitting
Co. Inc., 833 F.2d 1560, 4 USPQd 1793 (Fed. Cr. 1987). A
factual dispute is genuine if, on the evidence of record, a
reasonabl e fact finder could resolve the matter in favor of
t he nonnoving party. See Opryland USA Inc. v. Geat
Anerican Music Show Inc., 970 F.2d 847, 23 USPQ2d 1471 (Fed.
Cr. 1992). The evidence nust be viewed in the |ight nost
favorable to the nonnovant, and all justifiable inferences
are to be drawn in favor of the nonnovant. Lloyd s Food
Products Inc. v.Eli’s Inc., 987 F.2d 766, 25 USPQ2d 2027
(Fed. Cir. 1993); Opryland USA, supra.

When we apply these principles to the situation in the
I nstant case, we find that we are in agreenent with both
applicant and opposer that there remain no genuine issues of
material fact, and that a trial is therefore unnecessary.
Al t hough we do not agree with opposer that opposer is
entitled to judgnent in this case because our decision in
Qpposition No. 94,948 has al ready resol ved the issues before
us in the instant proceeding, it is clear that based on the
undi sputed facts established by the materials of record in
connection with these cross-notions for sunmmary judgnent,

opposer has priority and confusion is |likely between
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applicant’s mark and opposer’s previously used and
regi stered mark "TREK. "

Just as in the earlier opposition, we find it
unnecessary to determ ne whether opposer’s very limted use
of the designation "TREKNOLOGY" in connection with its
bi cycles constitutes sufficient use as a trademark to bar
registration of applicant’s mark. Opposer’s prior use of
"TREK" in connection with both bicycles and travel and all -
pur pose bags establishes the basis for refusing to register
applicant’s mark under Section 2(d) of the Act.

Contrary to opposer’s contentions, our decision is not
based on a finding that opposer has established a famly of
mar ks whi ch have "TREK" in common with each other. Al though
the materials of record in connection wi th opposer’s notion
show t hat opposer has adopted and used several marks
I ncorporating this term we have no evidence that opposer
has pronoted these marks together, or has referred to them
as nenbers of a famly of "TREK' marks owned by opposer
Wt hout such a show ng, we cannot conclude that opposer is
entitled to claimthat it has a famly of such marks.
Porta-Tool, Inc. v. DND Corp., 196 USPQ 643 (TTAB 1977).

As noted above, collateral estoppel is not the basis
for our decision either. As even opposer acknow edges
(brief, p.4), the first requirenent to be net in order for

collateral estoppel to apply is that the issue decided in
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the prior action nust be identical to the one now under
consideration. Plainly, the issue in Qpposition No. 94, 948
was whet her confusion was likely in view of a mark whi ch was
different fromthe one with which we are concerned in the
case now before us. The mark in the case at hand is a typed
presentation of the term " TREKNOLOGY," whereas the mark in
the prior proceeding included a significant design el enent,
whi ch the Board comrented had the effect of separating and
hi ghlighting the "TREK" portion of that trademark. Because
of the difference between that mark and the block letter
presentation of the term "TREKNOLOGY" which is now sought to
be registered, our decision in the prior case finding
confusion to be likely with respect to that mark i s not
determnative of the outcone in the instant proceeding.

We are not persuaded to the contrary by opposer’s
argunent that whatever simlarity is reduced by the
uni fication of "TREK' and "NOLOGY" in the instant case is
nore than conpensated for by the renoval of the otherw se
di stingui shing design elenent in applicant’s previously
opposed mark. The sinple fact is that distinctions can be
readily drawn between each of applicant’s two marks, and
these distinctions have rel evance to the question of why
confusion with opposer’s mark "TREK" would or would not be

i kely. Because the issue in this proceeding is not
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identical to the one we decided in the prior case,
col l ateral estoppel does not apply.

Even though our decision in Qpposition No. 94,948 is
therefore not controlling in this one, opposer has subnmtted
sufficient evidence to establish that there are no genui ne
I ssues of fact which would require a trial to resolve. The
materials of record, including the testinony M. Sullivan,
M. Norquist, and M. Gordon, as well as the exhibits
thereto and a host of other docunents nmade of record in
connection wth the notions, clearly denonstrate that
opposer’s mark "TREK" is fanmpbus for bicycles and
accessories, and that opposer has used this mark in
connection with goods which are enconpassed within the
I dentification-of-goods clause in the opposed application
since 1988, which is |long before applicant adopted its mark.

The fame of opposer’s "TREK" mark carries great weight
in our resolution of whether confusion is likely in this
case. As our review ng court has nade clear, fanous marks
are afforded nore protection agai nst confusion. Kenner
Par ker Toys v. Rose Art, 963 F.2d 350, 22 USPQ2d 1453 (Fed.
Cr. 1992). Particularly in view of the fame of opposer’s
mark, applicant’s mark so resenbl es opposer’s mark that when
both marks are used on the sane kinds of products, confusion

is likely.
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Applicant’s "TREKNOLOGY" mark enbodi es opposer’s fanous
"TREK" mark in its entirety, and adds to it the clear
reference to technology. Just as in the earlier proceeding
bet ween these parties, the materials of record in connection
with the notions establish that opposer’s advertising and
pronoti on seek to enphasize that "TREK" bicycles enbody the
hi ghest technol ogy available in this field. Opposer’s very
limted use of the term " TREKNOLOGY" in connection with its
top-of-the-line bicycles exenplifies this, and the record is
replete wth other exanples of opposer touting its
technol ogi cal orientation. This fact and the obvious play
on words created by conbining "TREK" and " NOLOGY"
facilitates the association between "TREKNOLOGY" and " TREK"
in the mnds of consuners.

Peopl e who are famliar with opposer’s fanmous "TREK"
bi cycl es and who are aware that "TREK' travel and all -
pur pose bags are al so sold under this fanous trademark are
likely to assunme, when essentially identical bags are sold
under the mark "TREKNOLOGY," that they emanate fromthe sane
source which is responsible for products sold under the
famous "TREK' mark. It is well settled that when marks are
used on virtually identical goods, the degree of simlarity
necessary to support a conclusion that confusion is likely
declines. Century 21 Real Estate v. Century Life of
Arerica, 970 F.2d 874, 23 USPQd 1698 (Fed. Cir. 1992).
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Applicant’s argunments and the docunents attached to
applicant’s brief in opposition to opposer’s notion for
summary judgnent and in support of applicant’s cross-notion
for sunmary judgnent do not reveal the existence of any
genui ne issues of material fact, nor do they dictate
judgnment for applicant as a matter of law. Applicant’s main
poi nt appears to be that because he is aware of no incidents
of actual confusion, the issue of whether confusion is
i kely should be resolved in the negative. As this Board
has frequently stated, however, the issue is not whether
confusion has actually occurred, and evi dence of act ual
confusion is notoriously hard to obtain. Helene Curtis
I ndustries Inc. v. Suave Shoe Corp., 13 USPQd 1618 (TTAB
1989). Rather, the issue is whether confusion is likely,
and in situations |ike the one before us, where we have no
evi dence which would | ead us to conclude that the
opportunity for confusion has existed to any significant
extent, the assertion by one party that it is not aware of
any incidents of actual confusion carries little weight.

Applicant’s other argunents are equally unpersuasive.
For exanpl e, applicant contends that the fact that the word
"trek" has a dictionary definition and is linked with travel
to the Hi mal ayas sonehow nmekes opposer’s fanpbus trademark a
generic termin connection with bicycles and packs.

Applicant also argues that third-party trademark

10
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regi strations for marks which include the word "trek"
establish that opposer’s fanous trademark has becone
diluted. W have no evidence that any of the referenced
marks are in use, however, so we have no basis upon which to
adopt the position asserted by applicant. To the contrary,
in light of the substantial evidence submtted by opposer,
as noted above, opposer has established that its mark is a
famous, strong mark inits field.

In summary, the Board agrees with both applicant and
opposer that no genuine issues of material fact are in
di spute, and that judgnent can be rendered at this juncture
W t hout the necessity of a trial. The materials of record
establish opposer’s priority and that confusion is |ikely.
Accordi ngly, summary judgnent in favor of opposer is
granted. The opposition is sustained and registration to

applicant is refused.

J. D. Sans

R F. G ssel

C. M Bottorff
Adm ni strative Trademark Judges,
Trademark Trial & Appeal Board
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